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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 2, 4-11 and 13-15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent 6,117,126 to Applebaum et al. (Applebaum). Applebaum discloses a system for 
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controlling a plurality of ophthalmic 
microsurgical instruments. The system uses a 
central processing unit with a communications 
backplane to interface with multiple instrument 
control modules (Fig. 2, # 13) for independently 
controlling multiple instruments (Fig. 2, # 19). 
Each of the modules 13 and peripherals 
operate independently of the other modules 13 
and peripherals while still being linked by the 
network. Thus, the failure of one component 
will not affect the functionality of the other 
components of system 1. In addition to 
embedded control software, each module 13 
and peripheral incorporates built-in-tests so 
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figure 2 
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that specific failures can be identified and reported to computer unit 3 and, thus, be reported to 
the user. The operational status of each module 13 and peripheral is continually checked 
during operation through the use of a software watchdog timer (Col. 15, lines 25-35). 

A hard drive stores the various programs for operating system 1 , including the programs 
normally resident in modules 13 (Col. 15, lines 39-42). This requires the modules to have 
communication units and memory. The system 1 is interpreted as the operation unit and 
includes a display (Fig. 1, # 5) and a touch responsive screen (Col. 15, line 15). The display, at 
start-up, allows the user to select the various surgical functions available for either the anterior 
or posterior portions of the patient's eye or to select a utilities program for programming the 
system or for performing other setup functions. When the user selects either the anterior 
portion or the posterior portion, computer unit 3 preferably displays a surgeon selection menu 
on flat panel display (Fig.1 , # 5). According to the invention, hard drive stores an individualized 
set of initial operating parameters for each surgeon listed on the menu. In response to the 
user's selections, computer unit 3 sets the operating portion to either anterior or posterior with 
the appropriate set of initial operating parameters depending on the user's selections. If 
desired, the surgeon may then change the operating parameters from their default values (Col. 
18, lines 22-40). The menu selections act as the "selection switch". Screens for unique 
functions are also stored, for example to adjust the aspiration, (see Fig. 22). The instruments 
disclosed for use with the system include Vitrectomy cutters, phacoemulsification or 
phacofragmentation handpieces, electric microscissors, fiberoptic illumination instruments, 
coagulation handpieces and other microsurgical instruments known in the art. 

Regarding claims 6, 7 and 14, the watchdog timers provide confirmation of the integrity 
of the system, including proper communications. 
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Regarding claims 8 and 15, a trigger is provided by a foot switch (Fig. 1, # 15) and/or a 
"switch" on the touch panel display. 

Regarding claim 9, Applebaum specifically discloses use with a coagulation handpiece 
and an irrigation/aspiration/vitrectomy module (Fig. 32). The coagulation unit is broadly 
interpreted to include laser photocoagulation as is well known in the art. 

Regarding claim 13, the computer is interpreted as a first control part and the settings 
inputted via the touch panel are communicated to the second control part via the computer. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 

Patent 6,117,126 to Applebaum et al. (Applebaum). Applebaum is discussed above, but does 

not teach specific screen background colors. At the time the invention was made, it would have 

been an obvious matter of design choice to a person of ordinary skill in the art to program 

screen colors in any appropriate colors because Applicant has not disclosed that a specific color 

provides an advantage, is used for a particular purpose, or solves a stated problem. One of 

ordinary skill in the art, furthermore, would have expected Applicant's invention to perform 

equally well with any screen color combinations that provided readability of the displays 

because operation is not dependent on the cosmetics of the display. Therefore, it would have 

been an obvious matter of design choice to program any color in the display of Applebaum to 

obtain the invention as specified in claims 3 and 12. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Henry M Johnson, III whose telephone number is (703) 305-0910. The 
examiner can normally be reached on Monday through Friday from 6:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C Dvorak can be reached on (703) 308-0994. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, /Contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Henry M. Johnson, III 
Patent Examiner 
Art Unit 3739 



